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DETAILED ACTION 
Claim Objections 

1 . Claim 33 is objected to because of the following informalities: the German term 
"halogenides" is used instead of the English term "halide". Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 4 and 9 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 

regards as the invention. 

4. Claims 4 and 9 state "the monofunctional vinyl compound has at least one additional 
fimctional group." The term monofimctional implies that only one fimctional group is present, 
however this is contradicted by the phrase "at least one additional functional group" which 
implies that the monofimctional vinyl compound is not monofunctional. Thus, claims 4 and 9 
appear to contradict an express limitation of claim 1. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

6. Claims 1-9 are rejected under 35 U.S.C. 102(b) as being anticipated by Stark et al., U.S. 
Patent Apphcation Publication 2002/0007009. 
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7. Claim 1 discloses a liquid, acryloyl group containing resin composition comprising the 
reaction product of a monofunctional vinyl compound, at least one multifunctional acrylic ester, 
and at least one dicarbonyl group together. The equivalent ratio of the vinyl compound to the 
activated hydrogen atom on the dicarbonyl group is in the range from 0.01 : 1 to 0.9: 1 and the 
equivalent ratio of the vinyl compound plus the ester to the activated hydrogen atom on the 
dicarbonyl group is greater than 1.05:1. 

8. Stark teaches the formation of compositions formed by reacting dicarbonyls, diacrylates, 
and vinyl silane compounds together (abstract; paragraphs 0014, 0017, 0027, 0031, 0032, and 
0037). Stark teaches addition of the above in ranges from 0.05-10 wt% diacrylate (paragraph 
0017), 0.05-5.0 wt% vinyl silane (paragraph 0009), and 0-2.0% dicarbonyls. These ranges 
encompass and anticipate the ratios disclosed in claim 1 . Stark teaches the composition was 
liquid dispersions (paragraph 0043). The presence of an acryloyl group is inherent in the reaction 
product of the esters, vinyl compounds, and dicarbonyls. 

9. Claim 2 discloses the vinyl compoiind is selected from a group that includes ethyl 
acrylate. Stark teaches reacting acrylic esters in the composition (paragraph 0014). 

10. Claim 3 discloses the dicarbonyl is selected from a group that includes acetoaetates. Stark 

teaches acetoacetoxyethyl acrylate (paragraph 0032). 

1 1 . Claim 4 discloses the vinyl compound has at least one additional functional group with 
atoms other than hydrogen or carbon. Stark teaches trisacetoxylvinylsilane, which has more than 
one ftinctional group and has silicon and oxygen. 

12. Claim 5 discloses the vinyl compound is listed in the claim, which includes glycidyl 
acrylate. Stark teaches using glycidyl acrylate (paragraph 0031). 
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13. Claims 6, 7 and 8 disclose the process of preparing the composition which involves 
reacting the three components, the vinyl compound, the dicarbonyl, and the ester; specifically 
reacting them in the order of the vinyl compound with the dicarbonyl and then that product with 
the ester. Stark teaches reacting the constituents all in an initial charge, or where different 
constituents are added at different times (paragraph 0037). 

14. Claims 9 and 32 disclose the vinyl compound has an additional functional group that is 
not a vinyl group. Stark teaches using glycidyl acrylate (paragraph 0031). 

15. Claim 3 1 discloses the dicarbonyl is selected from a group that includes acetoacetates. 
Stark teaches acetoacetoxyethyl acrylate (paragraph 0032). 

Claim Rejections - 35 USC § 103 

16. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

17. Claims 10-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over Stark in 
view of Moy et al, U.S. Patent 5,945,489. 

18. Claims 10 and 33 teach the reaction is carried out in the presence of a catalyst which 
includes basic compounds having a pK>l 1 . Stark does not teach using such a catalyst. 

19. Moy teaches using guanidine as a catalyst (column 9, lines 11-16). One of ordinary skill 
in the art at the time the invention was made would have been motivated to modify the coating 
composition in Stark with the reaction process taught in Moy because Moy teaches using 
acrylates and acetoacetates to form protective or decorative coatings that are not readily volatile 
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or readily absorbed through the skin (Moy: abstract; column 1, lines 5-30). Therefore, the 
invention as a whole would have been prima facie obvious to one of ordinary skill in the art at 
the time the invention was made. 

20. Claims 11, 15, 19, 23, and 27 disclose a curing method where the composition is cured by 
ultraviolet light, electron beam, or heat. Moy teaches curing with ultraviolet light (column 12, 
lines 20-23). 

21 . Claims 12, 16, 20, 24, and 28 disclose the curing method is done in the absence of a 
photoinitiator. Moy teaches samples that were crosslinked with 0% photoinitiator present 

(column 12, lines 20-23). 

22. Claims 13, 14, 17, 18, 21, 22, 25, 26, 29 and 30 disclose a cured product according to the 
curing method. Moy teaches cured films useful in protective or decorative coatings on wood or 
metal substrates (column 12, lines 59-62). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT C. BOYLE whose telephone number is (571)270-7347. 
The examiner can normally be reached on Monday-Friday 9:00am - 5:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Sample can be reached on (571)272-1376. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/David R. Sample/ 
Supervisory Patent Examiner 
Art Unit 4131 

/R. C. B./ 

Examiner, Art Unit 4131 



